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*  Assembly of all relevant prior art
*  Would it have been obvious to the PHOSITA to assemble all
of these pieces from the prior art to make this invention? If
yes, then the subject invention is obviousness and does not
warrant a patent.
e So what does this rather muddy area of patent law tell
participants in entrepreneurship programs?
- Date of invention is critical
- When considering whether to pursue patenting, the
inventor must look objectively at the invention relative
to other prior art.
- If close to other areas then it is more likely that an
obviousness rejection
- If the invention appears to be on the verge of
commercial success, the risk of not having a patent
protecting the idea may outweigh the cost of obtaining
patent protection.
e Commercial success is one method of overcoming an
obviousness rejection.
- Asuccessfully sold product may in itself support the
patentability of an invention.
(Most) Frequently Asked Questions
Q: What do you mean by not obvious?

Patents as a Societal Contract
A patent system is a contract between society and the inventor.

*  Society grants a limited monopoly

* Inventor agrees to various requirements

*  Society agrees to impose certain constrains on the monopoly

Basic requirements

o Utility

*  Novelty, and

*  Not obvious

The details that make up these requirements are what make patent
law so challenging to patent practitioners and so maddening to
inventors.

Utility

*  Likely the most important requirement

* From an inventor’s perspective, the easiest to define (and
satisfy).

*  Unfortunately, the legal standard is not as forthcoming.

*  “Whoever invents or discovers any new and useful process,
machine, manufacture, or composition of matter, or any new
and useful improvement thereof, may obtain a patent therefore,
subject to the conditions and requirements of this title. “35
U.S.C. §101.

Novelty
Readily understood from an engineering and legal standpoint:

*  The invention must not have been available before

*  “Aperson shall be entitled to a patent unless the invention
was known or used by others in this country, , or patented or
described in a printed publication in this or a foreign country,
before the invention thereof by the application for patent.....”

*  Again, we must consult the case law to fully define the terms.

*  This portion of the patent law gives the first person to conceive
of an invention the sole right to patent the invention.

Obviousness

* Inother countries, the concept of obviousness is given the more
helpful term “inventiveness.”

*  Analysis done in a series of smaller subanalysis.

- Conjuring of a “person having ordinary skill in the
art.” PHOSITA

A: The bases for obviousness are not clearly laid out by the patent laws
35U.S.C. § 103(a) A patent may not be obtained though the invention is
not identically disclosed or described as set forth in section 102 of this title,
if the differences between the subject matter sought to be patented and
the prior art are such that they subject matter as a whole would have been
obvious at the time the invention was made to a person having ordinary
skill in the art to which said subject matter pertains. Patentability shall not
be negatived by the manner in which the invention was made.

(Second) Frequently Asked Question

Q: Can | patent combinations of old elements?

A: Yes, as long as the combination is among the statutorily allowed

inventions, and the invention has utility, is novel, and is not obvious.

- Ifa combination of well known elements is used, the
combination must be “greater than the sum of the
parts” — result must be synergistic.

- Is combination obvious to one with average skill in
the art?

(Third) Frequently Asked Question

Q: If my invention is found to be obvious, do | give up?

A: No!

Overcoming Obviousness: Secondary Considerations

- Commercial success
- Presumption is that an obvious invention would have
been one that has been manufactured and marketed
before
- “Long-felt-but-unfilled-need doctrine”
Obvious invention would have been developed
earlier
Best Practices - Keep a Notebook
Tips for keeping a notebook
e http://www.library.okstate.edu/patents/logbook.htm
e http://www.otc.umd.edu/Inventors/labnotebooks.html
Conclusions
*  Patent protection is a powerful ally to inventors
*  Basics of patent law must be understood and followed
e Society will only allow a patent if the invention has utility,
is novel and not obvious.
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